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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )Q Responsive to communication(s) filed on . 

2a)D This action is FINAL. 2b)S This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 1 1, 453 O.G. 213. 

Disposition of Claims 

4) K Claim(s) 1-19 is/are pending in the application. 

4a) Of the above claim(s) 16-19 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) ^ Claim(s) is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)G3 The drawing(s) filed on 03 July 2003 is/are: a)D accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .121 (d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. § 119 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .Q Certified copies of the priority documents have been received. 

20 Certified copies of the priority documents have been received in Application No. . 

3.Q Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) S Notice of References Cited (PTO-892) 

2) D Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) [3 Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 

Paper No(s)/Mail Date 10/20/03 . 



4) □ Interview Summary (PTO-413) 

Paper No(s)/Mail Date. . 

5) □ Notice of Informal Patent Application (PTO-1 52) 
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DETAILED ACTION 

Election/Restrictions 

1 . Restriction to one of the following inventions is required under 35 U.S.C. 1 21 : 

I. Claims 1-15, drawn to an method of producing an apparatus, classified in 
class 29, subclass 894. 

II. Claims 16-19, drawn to an apparatus, classified in class 33, subclass 772. 
The inventions are distinct, each from the other because of the following reasons: 

2. Inventions I and II are related as process of making and product made. The 
inventions are distinct if either or both of the following can be shown: (1 ) that the 
process as claimed can be used to make other and materially different product or (2) 
that the product as claimed can be made by another and materially different process 
(MPEP § 806.05(f)). In the instant case the instant case the product as claimed can be 
made by another and materially different process, such as by casting, molding the 
wheel to a first outer radius without machining. 

3. Because these inventions are distinct for the reasons given above and have 
acquired a separate status in the art as shown by their different classification, restriction 
for examination purposes as indicated is proper. 

4. During a telephone conversation with Examiner Hoolahan and Applicant on April 

5. 2004, a provisional election was made without traverse to prosecute the invention of 
Group I, claims 1-15. Affirmation of this election must be made by applicant in replying 
to this Office action. Claims 16-19 are withdrawn from further consideration by the 
examiner, 37 CFR 1.142(b), as being drawn to a non-elected invention. 
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Drawings 

5. Figure 1 should be designated by a legend such as -Prior Art- because only 
that which is old is illustrated. See MPEP § 608.02(g). Corrected drawing sheets are 
required in reply to the Office action to avoid abandonment of the application. The 
replacement sheet(s) should be labeled "Replacement Sheet" in the page header (as 
per 37 CFR 1 .84(c)) so as not to obstruct any portion of the drawing figures. If the 
changes are not accepted by the examiner, the applicant will be notified and informed of 
any required corrective action in the next Office action. The objection to the drawings 
will not be held in abeyance. 



Claim Rejections - 35 USC § 112 

6. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

7. Claim 12-15 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claims 12 and 15 recites the limitation "the step of adding the wear indicator ..." 
in line 1. There is insufficient antecedent basis for this limitation in the claim, nor in 
claim 1 . It is believed Applicant meant for these claims to depend from claim 1 1 where 
the limitation is introduced. 

Claims 13-14 depend from claim 12 and therefore are also indefinite. 
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Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

9. Claims 1 and 5-8 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over U.S. Pat. 3,861,012 to Spaeder, Jr. 

Spaeder, Jr. discloses a method of making a roller, comprising the steps of: 

1 . ) machining the perimeter of a metal wheel (12) to achieve a first outer radius; 
see Col. 2, lines 44-50. 

2. ) positioning the metal within within a wear resistant metal ring (10) having a 
first inner radius that exceeds the first outer radius by an amount in the range of 
0.005 to 0.01 inches, defining a gap between ring and the metal wheel; see Id. 

3. ) substantially filling the gap with an epoxy; see Col. 2, lines 5-16. 

4. ) curing the epoxy to adjoin the ring to the metal wheel; see Id. and 

5. ) machining the perimeter of the ring to achieved a second outer radius, see 
Col. 3, lines 9-10. 

While, the reference discloses that the ring may be a wear resistant metal, it 
does not disclose that the ring is ceramic. 

Regarding claim 1 , it would have been obvious to one having ordinary skill in the 
art at the time the invention was made to have performed the method of Spaeder, Jr. 
using a ceramic ring, since ceramics are well-known wear-resistant materials. See e.g. 
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U.S. Pat. 4,991,275 (disclosing a roller having a ceramic ring); MPEP 2144.07 ("The 
selection of a known material based on its suitability for its intended use supported a 
prima facie obviousness determination in Sinclair & Carroll Co. v. Interchemical Corp., 
325 U.S. 327, 65 USPQ 297 (1945)"). 

Regarding claim, 5, it would have been obvious to one having ordinary skill in the 
art at the time the invention was made to have machined the metal wheel to have a 
surface finish in order to increase bonding strength of the adhesive. With respect to the 
surface finish, it has been held that "[W]here the general conditions of a claim are 
disclosed in the prior art, it is not inventive to discover the optimum or workable ranges 
by routine experimentation." In re Alter, 220 F.2d 454, 456, 105 USPQ 233, 235 (CCPA 
1955). 

Regarding claims 6, the claimed ceramics are well-known materials, see MPEP 
2144.07 ("The selection of a known material based on its suitability for its intended use 
supported a prima facie obviousness determination in Sinclair & Carroll Co. v. 
Interchemical Corp., 325 U.S. 327, 65 USPQ 297 (1945)"). 

Regarding claim 7, the reference discloses that the epoxy must have sufficient 
shear stress to prevent slippage, just like Applicant. Also there is no disclosure of that 
the epoxy is conductive. Generally, adhesive resins are intrinsically electrically 
insulating. 

Regarding claim 8, the reference discloses curing. "[W]here the general 
conditions of a claim are disclosed in the prior art, it is not inventive to discover the 
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optimum or workable ranges by routine experimentation." In re Aller, 220 F.2d 454, 456, 
105 USPQ 233, 235 (CCPA 1955). 

The preamble limitations of claim 1 have not been given any weight, since the 
court has held that when the preamble is only directed to the purpose of the process, 
the steps could stand alone and do not depend on the preamble for completeness. In re 
Hirao, 535 F.2d 67, 190 USPQ 15 (CCPA 1976); see also In re Otto, 312 F.2d 937, 938, 
136 USPQ 458, 459 (CCPA 1963) (The claims were directed to a core member for hair 
curlers and a process of making a core member for hair curlers. Court held that the 
intended use of hair curling was of no significance to the structure and process of 
making.). 



Allowable Subject Matter 

10. Claims 2-4 and 9-1 1 are objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 

1 1 . Claims 1 2-1 5 would be allowable if rewritten to overcome the rejection(s) under 
35 U.S.C. 112, second paragraph, set forth in this Office action and to include all of the 
limitations of the base claim and any intervening claims. 

12. Note, although the preamble has note been given any weight, these claims have 
structural features which define over the art of record, which are particular to a 
measuring wheel. Applicant could incorporate structural feature/of a measuring wheel 
into the claimed process steps to overcome the art of record. 



Application/Control Number: 10/613,158 



Art Unit: 3726 



Page 7 



Prior Art References 

The prior art references listed on the enclosed PTO-892, but not used in a 
rejection of the claims, are cited for their teachings of forming measuring wheels. 

U.S. Pat. 3,393,589 discloses a measuring wheel having a ceramic wear- 
resistant coating. See Col. 4, lines 57-65; Figure 7. 

U.S. Pat. 3,329,931 discloses a measuring wheel constructed of metal, e.g., 
Invar, and having a tungsten carbide (a metal ceramic) rim. See Col. 4, lines 12-31 . 
There is no disclosure as to how the rim is mounted to the wheel. 



Contact Information 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Eric B. Compton whose telephone number is (703) 305- 
0240. The examiner can normally be reached on M-F, 9-5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Peter B. Vo can be reached on (703) 308-1789. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




Eric Compton 
Patent Examiner 
A/U 3726 
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